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ttFMARKS 

CM. 23-36 „ pendins in *. ^ ««— • 2W6 " «*- t 

27, 28, »id 34 me objected. 

^T.l,"'Y*f 1 E AIMS 
Claims 27, 28 and 34 stand are object 10, it is An*-* understanding that 
Cain,, 27. 28 and 34 w„u>d be a« 0 wab,e ove, ft. cited reference if pieced in independent 
form. 

The Se ieetign U nder 35 \ JSC § lfl2£a) and 102(e) 
^composition 

Examiner conceded that Rennet a, does not teach ^^ to ~^ miB 
controlling fecal hair excretion and trichobezoar formation. Applicants respectfully traverse 
the Examiner's rejection on the basis of the comments below. 

Under § 102, anticipation requires that all the claim elements appear in a single pnor 
^document. -A claim is anticipafcd only if each and every element 
found, either expressly or inherently described, in a single prior art 
citing Verbal Bros. , Union Oil Co. of California. 814 P.2d 628. 631, 2 USPQ2D 1051. 
1053 (Fed Cir. 1987). 'The Identical invention must be shown in as complete detail as is 
contained in the ... claim - MPEP § 2131 citing Richardson v. Suzuki Motor Co.. 868 F.2d 
1226, 1236, 9 USPQ2D 1913, 1920 (Fed. Cir. 1989). 

Reinhart et id. teaches a pet food product for promoting intestinal health in dogs by 
partitioning nitrogen and increasing colonic blood flow in canines. Reinhart et at does nor 
teach or even suggest the use of the compositions described therein for the contro! of fecal 
hair excretion or trichobezoar formation, nor does the partitioning of nitrogen m canines 
and fecal hair excretion / trichobezoar formation appear to bear any relation to each other. 
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Therefore. - « **- - - - » — " *" ^ 

i,c«nno ta ..nu»«roflaw»ticip«ethep reS «.tapplic a t 1 o n . 

Rccon^o. and withdrawal of the rejection on this M. « requeued. 

*e anitnai a composition comprising abon, >0-32% cn.de pcote,n, 8-20% fa., 3-23% ~l 
dietary fiber, and aboo. 1-1 1% However, *= Examtner conceded tha 

md trichobezoar fonnadon.Appncantsre^^ 

basis of the comments below. 

Under § 102, anticipation requires that all the claim elements appear in a single pnor 
^document. "A claim is anticipated only if each and every element set forth ^J^^*^^ 
found, either expressly or inherently described, in a single prior art refetence JtfPEP § 21 
citing Verbal Bros. , Union Oil Co. of California, «4 F.2d 628, 631, 2 USPQ2D 1051, 
l053(Fed Cir 1987). "The Identical invention must be shown in as complete detail as is 
contained in the ... claim." MPEP § 213 1 citing Richardson v. Suzuki Motor Co., 868 F.2d 
1226 1236, 9 USPQ2D 1913, 1920 (Fed. Cir. 1989). 

' Sunvold et al. teaches a pet food product for improving clinical signs in animals 
suffering from renal disease. Sunvold et al. does not teach or even suggest the use of the 
compositions described therein for the control of fecal hair excretion or trichobezoar 
formation, nor do renal disease and fecal hair excretion / trichobezoar formation appear to 
bear any relation to each other. Therefore, Sunvold et a., does not disclose each and every 
element of the present application; it cannot as a matter of law anticipate the present 
application. 

Accordingly, Claims 23-26, 30-33 and 36 are novel over the prior art of record. 
Reconsideration and withdrawal of the rejection on this basis are requested. 
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"S^S - rejected under 35 USC 8 102(e) as being 
1 Jeting O, disorders in an animal, .he process comprising feeding an nmma, 
fiber and about 3-9% of a supplement... f.rmenuble fiber. However. ,be Examm r 

e^erion and nichobcoar mrmahou. Applicems mspeotfully .ravers. Examiner s 
rejection on the basis of the comments below. „ rf .~ior 
Under § 102. anticipation requites that all the claim elements appear in a t ™°' 
— is andcipamdonlyif each andevery element 
(ound, either expressly or inherently describe*, in a single - — ' J™ ' 
c itl ng V.roegm — v. Union Of Co. 8U P.2d 628. 63!. " 

105 3(Fed.Cir. 1987). "The .demice. invention must be shown in . comple* •^«» 
contained in the ... claim." MPEP § 2131 cuing tthrt* v. Ml Mo,or Co., 868 F.2d 
1226 1236, 9 USPQ2D 1913, 1920 (Fed. Cir. 1989). 

Mtat relate* to pet food products containing fermentable fibers for matmnmmg 
emeliorauug chronic diarrhea in animals. .hemby restoring norm.! .astro— fcnc,.o„. 
Sec Reinhar, Column 1. lines 34 - 37. Diarrhea is described . an increase m focal wahsr 
conmn. with an accompanying incense in me frequency, fluidity or volume o. bowel 
movements. SaReinhart Column 1. lines 1 1 - 13. Reinhar, doesno. tad. or even suggest 
*. use of me compositions described .herein for ti.e control of fecal hair excretion or 
.riebobeioar formation, nor do diarrhea and foes, hsir exemtion / trichobezoar formanon 
appear to bear any relation to each other. Therefore, Reinhar. does no. disclose each and 
every Clemen, of *. present application; i. eanno. as a m«.ter of law anticipate me pmren, 

application. , 
Accordingly, Claims 23-26, 29-33 and 35-36 are novel over the prior art of record. 

Reconsideration and withdrawal of the rejection on this basis are requested. 
Re jection I fader 3 5 "sr ifrtrVi Gvrr Reinhart et al. ITS 5,965,175 
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O*ro 36 has been rented under 35 USC 10 3(.) . being 
«„ OS 5 965 .75. ^ *° Examinee st«e* M R^Han .« aL dtscloe* tnetimds 

the comments below. ... . 

•H* geniua of invention i. often a combination of known elements whtch m 

j^„»d To movent hindsight invalidation of patent claims, tha law 
hindsight seems preordatned. To prevent runusg e,- M cGinUv 

.eauirea some -teaching, suggestion, or reason' to combine cited reference*. See McGmley 
TZZU *» * - 60 USPQ* «» (Fed. «*. ™ " 
of obviousness can no, be base, on the hindsight combination <g 

USPQM 1321 (Fed. Cir. 1998). 

Reinhar, e. al.. whU. disclosing a method for increasing colontc blood flow m 
atimals. me method comprising feeding an animal a composition comprising a pet food 
formula and 1-1 1% fermentabla fibers, does not teach or suggest a process effectt.e for 
contiolling fecal hair excretion and trichobezoar formation. 

The Examiner states mat the rejected Cairns are obviona tn vtew of Retnhat, « al. 
oecause Reinhar. e, ... snggests the increasing colonic blood flow in animals and the, by 
pacing Reinhar. e. al., one would be inherently practicing me claimed method of 
eontfolling fecal hair excretion and trichobezoar formation. Reapectfully, me Examm. 
rationale is flawed. Indeed, me Examiner's reference ,o mherency is miap.aced Since , he 
Ejected Cairns are direct » a new nse for a composition, wherein auch new use ,s dnected 
,o a process effective for controlling fecal hair excretion and trichobezoar formation. One of 
ordinary skill in the ar, would have failed to recognize rite new uae in animals based on 
Reinhart et al. 
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, ..j^AMftis would have been recogntaed by one of 
is necessruil, presen. in .he reference; end 2) fta. On. wool 

„dl„^ skill in .he nr.. CWnentrn Can Co. v. Momanlo Co., 20 USPQ2d 1746. rm 

inhere,, W« <» - — - — — ~ "T" '""oT- 
Uess effecrive for — g fecal hair exc.t.on end uichoUaoa, form^ ,s 
lessahly presen. b*ed on the R.inhar, e, * disclose.. For exampe, Re.nh*ri « 
JLy teLhes ft. use of a p.. food prcduc, for promodo, in.esdn.1 hcald, « do^by 
sepjdoulng -udogen and incasing colonic blood flow in canines. 
a, merely sports differences of oxidadon of butyr*. by canine ,n,es»nal cel., oardauono 
l CM e by line loleadnal cells, reduction o, colonic histologies, incase ft. we* 
" Lc d.ee or epllhelial. Th» is absoln B ,y no teaching or suggesrion ^ » 
lively conning fecal hair excrebon and trichobezoar fonnadon. Radre, *-b- . 
„ merely reporu fta. inclusion of die.«y fiber in specific drers can sesul, .n ft. 
reparfdooingnidogen and Increasing colonic blood flow in cssunes. 

As U Reinhar, a, al. fails lo me.. fte firs. crileria for es-blishmg .nherency o 
Applies,..' claim, direct to ,he p^cess effecdve for controlling fecal hair excreuon and 
JLbexoar formadon. Tbe necessary showing, dra. bein 8 a showing of process 
for condoning food hair excredon and trichobezoar formadon, is no. necessardy presen. . 

results provided by Reinhart et al . 

Wi.h regard .0 .he second requiremen. necessary for .he Examiner .o esrabhsh 
inherency, one of ordin^ skill in ft. an would have MM «o recognize . ha. ceriam 
composidons disclosed by Reinhar. e, al. could be successfirlly udlized » effecovely condu 
fecal hair exemrion and rrichobezoar M. Reinhan .. ... merely discloses ft., feeftng 
fermentable fibers lo dogs aids in removing nidogen from .he blood of dogs, . enhance 
Wood flow * colonic dssues, snd . enhance membollc fuel availability . c— a*~l 
cells This provides an incre^e in qusnbly of bacteria in ft. co,on. S^Column 2. Imes 61- 
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» * cmosnn 3 fe. 1-4 One of ordinary skill could no. have known that a composition 

zss^i — — - — — <° — ■ — ■ ^ 
t: - - - — — * — - — , 

soch * cats and rabbi,, Accon^y, i. »ould have ta. ^IMM - «!-»*■ - 
1 c Woo. fid in eanrnea ^ in M*. « *» ^ - ^ ^"T^ 

reMor * .he Eaamine, canao. sta* M ~- have bee. obvioua . smvc « A£«- 
mvendon using Reinhar, e. a.. Indeed, respectfully, .he Examine, appears ,o he u,n B 
impermissible hindsight in this regard. 

A8 such, provide* with R ei„ha« e. a... one o, ordinary *. in th. - «»' - 
deduce thru use of the composidon specified in Applicant chdms, wouid «* ,n the 
process effecdve for comroUmg feca. hair eacredon and trichobezoar formahon. 

,„ v,e„ of the foregoing — AppUcan. respectfully reoucs, dta, the Earner 
withdraw dne rejecdon under 35 U.S.C. 8 103(a) hecause d>e chums aa submitted hercn 
would not have been obvious in view of Reinhart et al. 

..j -^ Tinder 3 5 ■ W °* er °' mv " y « " ™ 

aaims 33 and 36 have been reject under 35 USC 8103(a) . being unparenud, • 
over Sunvold e, US 6.039.952. This rej^ion ,s haverse* because Sunvold ., * US 

Sunvold e. al. US 6,039,952 only qualifies as prior an under 35 USC S 102(e). The 
p^ent applicadon and Sunvoid « a!, US 6,039.952 w«e. at «he dme the daimed invent,™ 
waamadcownedby, or subiect ,0 an *hganon of assignment to.The lams Company^ 

Therefore, since the current applicadon has . filing date after November 29. .999 (the 
effective date of 35 USC 8103(c)). It is contended that Sunvold e, 1. US 6.039.952 ts no, 
available as a reference under 35 USC §103(c). 

Rejection Tjnjgi 3j USC 10212) n.f.r PHnhart TTS 5,616.569 
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CWm 32-33 and 35-36 have b. rejec-duode, 35 OSC 103(.)» bring 
unpatentabh^over Reinhait US 5,616,569. Specifically, the Examiner states 1 

Tnul a Iposilion comprising .tout 30* cnalc porem, abou. 20% fa, about 10ft «■ 
^ y rl. Id about 3-9* of a supplement,, fe^tab* fib*. However *. 

I! ^ tricbobeaoa, — . AddmonaHv, Che Examine, concedes tha, « 
does no. specifically mach .hat me daimcd amounts of supplement fibe. are fed to 
animal, Applicant respectful), traverse theExaminefs mjecbon on me bast, of me 

comments below. , • 

•The genius of invention is often a combmanon of known Cements whtch tn 

reouires some 'teaching, snsgastion, or reason- to combtnecttedtcterenees 
7L»« *~ » - « "39. 60 USPQZd 1001 (Fed. Ci, ,001, 
of obviousness can no. behased on me hindsight combinadon 

^fiommepriora* to fit parameters." See^Cnrp. v. ^ fnc, 159 F.3d534, 48 

USPQ2d 1321 (Fed. Cir. 1998). 

Reinhart, whik> disclosing a pet food product containing fermentable fibers for 
staining meliorating chronic diarrhea in animals, thereby restoring normal 
gastrointestinal function, doesnot teach or sugg est a process effective for controlhng feca! 
hair excretion and trichobezoar formation. 

T*e Examiner states that the rejected claims are obvious in v.ew of Rendu* because 

Remhart, one would be inherently practicing the claimed method of controlling fecal hatr 
excretion and trichobezoar formation. Respectfully, the Examiner's rationale is flawed, 
^deed, the Examiner's reference to inherency is misplaced since the rejected churns axe 
directed to a new use for a composition, wherein such new use is directed to a process 
effective for controlling fecal hair excretion and trichobezoar formation. One of ordmary 
skill in the art would have failed to recognize the new use in animals based on Remhart. 
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is ,-ce.s-i.y p— > i" • — - d » ■ h « * is wou,d hlVC ""Tf ™ ^ 

JL, J n I - - «— o- * * c °- 20 0SPQ " ; ™ 

Ci, This ««. established by the Cour, of Appeals for t. Fedeml Ctrcu,t. ,s not met 

in view of Reinhart. 

With regam to the fat «— » '« *» EMimMr 10 -,Bh * 

inhe^cy, Reinhan foils «, show or eve, suggest that the allegrf inherent property (process 
effective for conuoIHng fees, hair — .ad trichobezoar formation, . . necessan y 
^r based on the Beiahart disdosum. For example. Rainhart merely teaches the use of a 
pa, food pmduct for .Ueviaring OI disorders by supplying a fe™cnt.ble fiber source which 
provides the OI tract with a preferred energy source to restore namra. OI funcdon. Momover, 
Reinhan mereiy report the fennenmbUity and organic mane, disappearance of fibrous 
sebstra.es by fees, microflora and th. occurrence of OI disomers depending on the rhetary 
fibers present Them is absmutely no teaching or suggesdon that relates «. effeenvely 
controlling fecal hair excretion and trichobezoar tarnation. Rather, Reinhart merely tepons 
that inclusion of dietary fiber in specific diets can result to relieve symptoms of chrome 
diarrhea by •feeding" the cells which line the OI tract of me animal. Sss Column 1, lines 44- 

As such, Reinhan fails to n»e. me fust criteria for establishing inherency of 
Applicants' claims direcmd to the process effective for conn-oiling fecal hair excretion and 
trichobezoar formation. The necessary showing, the, being a showing of process effects 
for controlling feed hair excretion and trichobezoar formnuon, is no, necessarily present m 

results provided by Reinhart. 

With regard to the second requirement necessary for the Examiner to establish 
inherency, one of ordinary skill in the art would have failed to recognize that certain 
compositions disclosed by Reinhart could be successfully utilized to effectively control fecal 
hair excretion and trichobezoar formation. Reinhart merely discloses that that inclusion of 
dietary fiber in specific diets can result to relieve symptoms of chronic diarrhea by "feeding 
the cells which line the GI tract of the animal. See Column 1. lines 44-46. One of ordinary 
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« M uld no, have known that a c^posWon — . fera*n.ab,e «-«- >* 
^yuoHzod^cfftcovelycon^l^hairo^on und Kichobezoa, ran^on. 

„ U particularly import » no« ft* the present invent is direct » 
SU ch as oau and rabbhs. According, it would have been anflhenca. .0 e, U «e «he use of 
p« food produc. fbr aneviaun, GI diso.de. by supplying a fennenUble fiber source wrceh 
£L1 Of use. wan a psefesrcd energy .usee » rcsrorc naura. Of 
Ifctttf, wi* *. process efrcdve or coupling fee- h*r excrehon and ,nchobe*,» 
^aUon <as se, fori, in Applicant clahns, For these reason, the " 
M it would have been obvious «o arrive a. Applies**' invenbou us,ng Re.nJ.art. fndeed. 

As such, provided win, Relnhart, one of onbnary skill in <h. art would fall » deduce 
,h* use of .he composihon specified in Applicant- claims, would resul. in the process 
effective for confcolling fecal hair excretion and trichobezoar fora.at.on. 

,„ view of ate foregoing rents**. Applicant rcspec.fu.ly request that the Exanuner 
withdraw the rejecuon under 35 U.S.C. 5 103(a) because the claim, as subnuned herc.n 
would not have been obvious in view of Reinhart. 
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rnNCLUSlQH 

„ light ». * i-*. a»«— sobrai,c '^: 23 - 36 

m .Uowab e ov,r Ced » to ncc. R*o— „ and -I— » 



Respectfully Submitted 
THEP 
By 



MP ANY 




C ynthia T,. ClaV, 
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Registration No. 54,930 
(513) 622-0291 



March 17, 2005 
Customer No. 27752 
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